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Dear Sir: 



In response to the Office Action dated July 30, 2003 (Paper No. 9), finally 
rejecting claim 19, AppUcants submit the following remarks. 



REMARKS 



Applicants gratefully acknowledge the Examiner's statement that claims 1-18, 
21-27 and 30-35 are allowed. Claims 1-19, 21-27 and 30-35 are pending in this 



case. 



Claim 19 stands rejected under 35 U.S.C. § 102(b) as being anticipated by 
Chao et al. (U.S. Patent No. 5,747,196) and also as being anticipated by DeMarco et al. 
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(U.S. Patent No. 5,633,103). Applicants respectfully traverse the rejections and request 
reconsideration. 

Claim 19 is a product-by-process claim reciting a mask formed by the method 
of claim 1. According to MPEP § 2113, "the structure implied by the process steps 
should be considered when assessing the patentability of product-by-process claims 
over the prior art, especially . . . where the manufacturing process steps would be 
expected to impart distinctive structural characteristics to the final product ."" [Emphasis 
added.] 

Not only are the manufacturing process steps of claim 19 expected to impart 
distinctive structural characteristics to the final product (i.e., a mask), but at least some 
of those distinctive structural characteristics are recited in claim 19. 

For example, claim 19 recites "' a first layer of material over a substrate ."' 
[Emphasis added.] Claim 19 also recites "" an opaque layer overlying said first layer of 
material said opaque layer having at least one opening therein filled with a first resist 
material said first resist material residing over said first layer of material and defining 
areas of said first layer of material which are to be removed ."" [Emphasis added.] 

While the Office Action acknowledges that claim 19 recites a mask with an 
opaque layer overlying a first layer of material over a substrate (Office Action at 
paragraph 5), the Office Action fails to mention the other structural features of claim 19, 
as outlined above. For example, the Office Action fails to mention that claim 19 also 
recites that the opaque layer has at least one opening filled with a first resist material 
and that the first resist material resides over the first layer of material and defines areas 
of the first layer of material which are to be removed . Further, the Office Action already 
acknowledges that the prior art, including both Chao and DeMarco, does not teach or 
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suggest these limitations (Office Action at paragraph 4). At least for these reasons. 
Applicants respectfully submit that the rejection of claim 19 is improper and should be 



withdrawn. 



In view of the above, each of the presently pending claims in this application 
is believed to be in immediate condition for allowance. Accordingly, tiie Examiner is 
respectfully requested to witiidraw the outstanding rejections of tiie claims and to pass 
this application to issue. 



Dated: October 28, 2003 



Respectfully submitted. 




Thomas J. D'Amico 

Registration No. 28,371 

Salvatore P. Tamburo 
Registration No. 45,153 

DICKSTEIN SHAPIRO MORIN & 
OSHINSKY LLP 

2101 L Stireet NW 

Washington, DC 20037-1526 

(202) 785-9700 

Attorneys for Applicants 



3 



